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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name National Hockey League

Granted to Date
of previous
extension

07/27/2011

Address 1185 Avenue of the Americas15th Floor
New York, NY 10036
UNITED STATES

Attorney
information

Conal Berberich
NHL Enterprises, L.P.
1185 Avenue of the Americas15th Floor
New York, NY 10036
UNITED STATES
cberberich@nhl.com, tprochnow@nhl.com, klynch@nhl.com, anunez@nhl.com,
vfaraci@nhl.com

Applicant Information

Application No 85175044 Publication date 03/29/2011

Opposition Filing
Date

07/25/2011 Opposition
Period Ends

07/27/2011

Applicant Stallone, Brian
319 Redbird Road
Bloomingdale, IL 601081337
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Hats; Jackets; Pants; Shirts; Shoes; Socks;
Sweat shirts; Underwear

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2422903 Application Date 07/14/1999

Registration Date 01/23/2001 Foreign Priority
Date

NONE

Word Mark STANLEY CUP

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1981/12/31 First Use In Commerce: 1981/12/31
clothing, namely, caps, cloth bibs, hats, jackets, jerseys, shirts, shorts, sweaters,
sweatpants, sweatshirts, T-shirts, ties, vests and warm-up suits

U.S. Registration
No.

3922822 Application Date 07/06/2010

Registration Date 02/22/2011 Foreign Priority
Date

NONE

Word Mark NHL STANLEYCUP PLAYOFFS

Design Mark

Description of
Mark

The mark consists of the letters "NHL" in a shield embedded in a trophy cup
design bearing the banner words "STANLEY CUP PLAYOFFS".

Goods/Services Class 041. First use: First Use: 2009/04/00 First Use In Commerce: 2009/04/00
Annual series of professional ice hockey contests to determine the world
championship of professional ice hockey

U.S. Registration
No.

3922828 Application Date 07/06/2010

Registration Date 02/22/2011 Foreign Priority
Date

NONE

Word Mark NHL STANLEYCUPS PLAYOFFS



Design Mark

Description of
Mark

The mark consists of the letters "NHL" in a shield embedded in a trophy cup
design bearing the banner words "STANLEY CUP PLAYOFFS".

Goods/Services Class 025. First use: First Use: 2009/04/00 First Use In Commerce: 2009/04/00
Clothing, namely, bandanas, beach cover-ups, belts, body suits, boxer shorts,
caps, cloth bibs, coats, dresses, footwear, ear muffs, gloves, hats, headbands,
hosiery, housecoats, jackets, jerseys, leggings, leotards, mittens, nightshirts,
pajamas, pants, rain coats, rain wear, robes, scarves, shirts, shorts, skirts,
socks, suits, sun visors, suspenders, sweaters, sweatpants, sweatshirts,
swimsuits, swim trunks, t-shirts, ties, toques, underwear, vests, warm-up suits
and wristbands

U.S. Registration
No.

3961015 Application Date 07/06/2010

Registration Date 05/17/2011 Foreign Priority
Date

NONE

Word Mark NHL STANLEY CUP FINAL

Design Mark

Description of
Mark

The mark consists of letters "NHL" in a shield draped by ribbons with 3 stars on
each side underneath a trophy cup design bearing the banner words "STANLEY
CUP FINAL".

Goods/Services Class 025. First use: First Use: 2009/05/27 First Use In Commerce: 2009/05/27
Clothing, namely, bandanas, beach cover-ups, belts, body suits, boxer shorts,
caps, cloth bibs, coats, dresses, footwear, ear muffs, gloves, hats, headbands,
hosiery, housecoats, jackets, jerseys, leggings, leotards, mittens, nightshirts,
pajamas, pants, rain coats, rain wear, robes, scarves, shirts, shorts, skirts,
socks, suits, sun visors, suspenders, sweaters, sweatpants, sweatshirts,
swimsuits, swim trunks, t-shirts, ties, toques, underwear, vests, warm-up suits
and wristbands

U.S. Registration
No.

3922838 Application Date 07/06/2010

Registration Date 02/22/2011 Foreign Priority NONE



Date

Word Mark NHL STANLEY CUP FINAL

Design Mark

Description of
Mark

The mark consists of the letters "NHL" in a shield draped by ribbons with 3 stars
on each side underneath a trophy cup design bearing the banner words
"STANLEY CUP FINAL".

Goods/Services Class 041. First use: First Use: 2009/04/30 First Use In Commerce: 2009/05/27
Annual series of professional ice hockey contests to determine the world
champions of professional ice hockey

U.S. Registration
No.

3139963 Application Date 05/19/2004

Registration Date 09/05/2006 Foreign Priority
Date

NONE

Word Mark CUP CRAZY

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1997/04/01 First Use In Commerce: 1997/04/01
Clothing, namely, shirts, jerseys, jackets, sweatshirts, t-shirts, caps and hats

U.S. Registration
No.

2191055 Application Date 10/07/1997

Registration Date 09/22/1998 Foreign Priority
Date

NONE

Word Mark NHL CUP CRAZY



Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1997/04/01 First Use In Commerce: 1997/04/01
[ clothing, namely, beach coverups, ] caps [, cloth bibs, coats, dresses, hats,
headbands, jackets, jerseys, robes, scarves, shirts, shorts, socks, sweaters,
sweatpants, sweatshirts, T-shirts, ties, underwear and warm-up suits ]

U.S. Registration
No.

888872 Application Date 05/02/1969

Registration Date 03/31/1970 Foreign Priority
Date

NONE

Word Mark STANLEY CUP

Design Mark

Description of
Mark

NONE

Goods/Services Class U107 (International Class 041). First use: First Use: 1893/00/00 First Use
In Commerce: 1924/00/00
ANNUAL SERIES OF PROFESSSIONAL ICE HOCKEY CONTESTS TO
DETERMINE THE WORLD CHAMPIONSHIP OF PROFESSIONAL ICE
HOCKEY
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /s/ Conal Berberich

Name Conal Berberich

Date 07/25/2011





[N THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In the matterof trademarkapplicationSerialNo. 85/175,044
Publishedin theOfficial Gazetteon March29, 2011

NATIONAL HOCKEY LEAGUE

Opposer,

v.

BRIAN STALLONE

Applicant.

The NationalHockeyLeague,a Canadiannot-for-profit association,locatedat

1185 Avenueof the Americas, 1 5th Floor, New York, New York 10036,believesthat it

will be damagedby registrationof the “LACE UP FORTHE CUP” mark setforth in

ApplicationNo. 85/175,044in connectionwith “Hats; Jackets;Pants;Shirts; Shoes;

Socks;Sweatshirts; Underwear”in InternationalClass25 (the “Application”), and

herebyopposesthe same.

The groundsfor oppositionareas follows:

1. Opposer,NationalHockeyLeague(“Opposer”or “NHL”), is the world’s

foremostprofessionalice hockeyleague. Foundedin 1917,theNHL consistsof 30

memberclubsthatcompeteagainsteachotherthroughoutanapproximately9 month

season.Sixteenof the 30 teamscompeteannuallyin the StanleyCup Playoffsto win the

StanleyCup Championship.The StanleyCup, the oldestprofessionalsportstrophy in

North America,is awardedto thewinning teamof the StanleyCup Championship.

OppositionNo.

NOTICE OF OPPOSITION



2. Opposeris theownerof the following applicationsandregistrationson the

Principal Registerin the United States PatentandTrademarkOffice, all of which are

valid andsubsisting:

Registration Goodsand/orServices Dateof First
Mark

No. / Date Use

2,422,903; Clothing, namely,caps, December31,

January23, cloth bibs,hats,jackets, 1981
2001 jerseys,shirts,shorts,

STANLEY CUP sweaters,sweatpants,
sweatshirt,T-shirts,
ties, vestsandwarm-up
suits.

888,872; Annual seriesof 1893
March31, professionalice hockey
1970 conteststo determine

STANLEY CUP the world
championshipof
professionalice
hockey.

3,922,822; Annual seriesof April 2009
February22, professionalice hockey
201 1 conteststo determine

the world
championshipof
professionalice hockey

3,922,828; Clothing,namely, April 2009
February22, bandanas,beachcover-
201 1 ups,belts,body suits,

boxershorts,caps,
cloth bibs, coats,
dresses,footwear,ear
muffs, gloves,hats,
headbands,hosiery,
housecoats,jackets,
jerseys,leggings,
leotards,mittens,
nightshirts,pajamas,



pants,rain coats,rain
wear,robes,scarves,
shirts,shorts,skirts,
socks,suits,sunvisors,
suspenders,sweaters,
sweatpants,sweatshirts,
swimsuits,swim
trunks, t-shirts,ties,
toques,underwear,
vests,warm-upsuits
andwristbands

3,961,015; Clothing,namely, May 27, 2009
May 17, bandanas,beachcover-
2011 ups,belts,body suits,

boxershorts,caps,
cloth bibs, coats,
dresses,footwear,ear
muffs, gloves,hats,
headbands,hosiery,
housecoats,jackets,
jerseys,leggings,
leotards,mittens,
nightshirts,pajamas,
pants,rain coats,rain
wear,robes,scarves,

_____

shirts,shorts,skirts,

__________________

socks,suits,sunvisors,
j suspenders,sweaters,

__________

sweatpants,sweatshirts,
swimsuits,swim
trunks,t-shirts,ties,
toques,underwear,
vests,warm-upsuits

___________________
____________

andwristbands

____________

3,922,838; Annual seriesof May 27, 2009
February22, professionalice hockey
2011 conteststo determine

theworld championsof
professionalice hockey



3,139,963; Clothing, namely, April 1, 1997
CUP CRAZY September5, shirts,jerseys,jackets,

2006 sweatshirts,t-shirts,
capsandhats.

..- 2,191 055; Caps April 1, 1997
k September

(L/

22, 1998

3. Opposerusesthe aforesaidregisteredmarks,aswell asthecommonlaw

marksCUP andTHE CUP anda family of otherrelated marks(the “STANLEY CUP

Marks”) in connectionwith professionalice hockeyexhibitionsanda wide rangeof

relatedgoodsandservices.

4. For manydecadesand long beforeApplicant’sNovember11, 2010, filing

date,Opposerhas beenusingthe STANLEY CUP Marks in connectionwith professional

ice hockeyexhibitionsanda wide varietyof relatedgoods andservices. In addition,

Opposeris engagedin anextensivecollaterallicensingprogramof the STANLEY CUP

Marks. As partof this program,OpposerandNHL Enterprises,L.P. (the licensingand

marketingarmof the NHL and its 30 memberclubs) licensethe STANLEY CUP Marks

for useon a wide varietyof goodsandservices,includinggoodsidentical to thoseset

forth in the Application.

5. The registrationsreferencedabovearevalid, subsisting,andin full force

andeffect, andmanyof the registrationsare incontestablepursuantto theprovisionsof

Section15 of the LanhamAct, 15 U.S.C. § 1065. The registrationsreferencedabove



constituteconclusiveevidence(in the caseof incontestableregistrations)or primaJade

evidence(in the caseof thoseregistrationsthat arenot yet incontestable)of Opposer’s

exclusiveright to usethe STANLEY CUP Marks in commercein connectionwith the

goodsandservicesspecifiedin the registrations.

6. During its longstanding,widespreadandcontinuoususeof the above-

referencedmarks,Opposerandits authorizedbusinesspartners,sponsors,and licensees

haveexpendedconsiderabletime, effort andmoneyin advertisingandpublicizing the

saleof goodsandservicesbearingthe STANLEY CUP Marks. Therefore,the

STANLEY CUP Marks aresymbolicof the extensivegoodwill andconsumerrecognition

thatOpposerhasestablishedthroughsubstantialexpendituresof time, effort andother

resourcesin the advertisingandpromotionof the goodsandservicesOpposeroffersand

sellsunderthesemarks.

7. On November11, 2010,shortlyafter the startof the 2010-2011NHL

season,Applicant filed the Applicationon an intent-to-usebasis(no allegationof usehas

beenfiled asof thedatethis Noticeof Oppositionwasfiled). TheApplicationwas

publishedfor oppositionin the Official Gazetteon March29, 2011.

8. Applicantderivedits LACE UP FORTHE CUP markby combining

CUP—ashorthandreferenceto the STANLEY CUPMarks—withthephrase“Lace Up”

which is closelyassociatedwith the sportof ice hockey. Specifically, the sportof ice

hockey,by definition, requiresthat its participantswearice skateswhich aregenerally

fastenedandsecuredby laces. To prepareto play a gameof ice hockey,onemust“lace

up” his orherskatesandthephrase“Lace Up” is by extensionwidely understoodto

indicatethe mentalandphysicalpreparationrequiredto play the sportat a high level.



“Lace Up for the Cup” is thereforeunderstoodasanentreatyfor hockeyplayersto

preparethemselvestbr thechallengeof winning the StanleyCup Championship.

9. The goodssetforth in the Applicationare identical to certainof the goods

offeredby Opposeror its licenseesin connectionwith the STANLEY CUP Marks.

10. Basedon the similaritiesof Applicant’s LACE UP FORTHE CUP

designationandthe STANLEY CUP Marks, the public is likely to be misledthat

Applicant’s goodsunderthe LACE UP FORTHE CUP designationareassociatedwith

Opposeror Opposer’sgoodsor services,thatApplicant’s goodsor servicesemanatefrom

or aresponsored,endorsedor licensedby Opposer,or that thereis somerelationship

betweenApplicantandOpposer.

11. Applicant’sApplication andthe presumptionof exclusivity thatwould

arisefrom a registrationto Applicantof LACE UP FORTHE CUP pursuantto 15 U.S.C.

1057(b)is inconsistentwith Opposer’sprior rights in the STANLEY CUP Marks.

12. Opposerwill be damagedby the registrationsoughtby Applicantbecause

suchregistrationwill supportandassistApplicant in the confusingandmisleadinguseof

the mark soughtto be registeredandwill give color of exclusivestatutoryrights to

Applicant in violation andderogationof the prior andsuperiorrights of Opposer.

13. Opposerbelievesit will bedamagedby registrationof Applicant’s LACE

UP FORTHE CUP designationunderSection13 of the LanhamAct, 15 U.S.C. § 1063,

on the groundthatApplicant’suseandregistrationof the subjectdesignationwill falsely

suggesta connectionbetweenApplicantandOpposerto the damageof Opposerin

violation of Section2(a) of the LanhamAct, 15 U.S.C. § 1052(a).



14. Opposerbelievesit will be damagedby registrationof Applicant’s LACE

UP FORTHE CUP designationunderSection13 of the LanhamAct, 15 U.S.C. § 1063,

on the groundthat the subjectdesignationso resemblesthe STANLEY CUP Marks used

by Opposerin the United Statesas to be likely, whenusedon or in connectionwith the

goodsidentified in the Application, to causeconfusion,mistakeor to deceiveconsumers,

with consequentinjury to Opposerandto the public, in violation of Section2(d) of the

LanhamAct, 15 U.S.C. § 1052(d).

WHEREFORE,Opposerbelievesit will bedamagedby registrationof LACE UP

FORTHE CUP shownon ApplicationSerialNo. 85/175,044andrespectfullyrequests

that the Oppositionbe sustained,registrationof saidmarkbe denied,andthat the

TrademarkTrial andAppealBoardgrant suchotherandfurtherrelief as it deemsjust and

appropriate.

[Remainderof PageIntentionallyBlankj



All communicationshouldbe addressedto Opposer’scounsel,NHL Enterprises,

L.P. at the below statedaddress.

Dated: New York, New York
July 25, 2011

Respectfullysubmitted,

By:___

ThomasH. Prochnow
Kelley A. Lynch
ConalM. Berberich
NHL Enterprises,L.P.
1185 Avenueof theAmericas,15th Floor
New York, New York 10036
212.789.2000
Attorneysfor theNationalHockeyLeague



CERTIFICATE OF SERVICE

I herebycertify thata copyof the foregoingNotice of Oppositionhasbeensent

via first classmail (certified andreturnreceiptrequested),postageprepaid,on this 25th

day of July, 2011 to:

Stallone,Brian
319 RedbirdRoad
Bloomingdale,IL 60108-1337
Applicant //4::;:/E:_

ial M. Berberich
A Itorneyfor Opposer


